As with all intellectual property

M mIuEER

by John Rizvi

in this era of globalization,

protecting new marine products and technologies has taken on
vastly increased importance. Here’s the short version of what

you need to know.
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aeni sty are romhimety e
Pbﬂwnn companies in the boat-
buidimg beesimers, be shey eolabliched
Arms ar metr euivas io the manne sc-

tor seebimg eorcivsinty fm dhetr manket
ik,

e received Rumerons IRGEines
Jfrom boal rra pogechirers and desigr-
ors, ar well ax from component and
ke rrmarbef < CETTOrY IETRERTITOTE,
about bam o hrevent the theft af their
mewr-product e, or duplicaran of
morel mamsfacturing echnigees or
brsimes advantaper. To defer paiend
kmrnats and oltain legal prowciion
Jfar yonr fmmosafon, 11T impaniand
o kmoer ar mch as paenibie abour the

patent process, the costs (ol red,
the players in your fleld, and the
resou roes awafksbie io pow. This ariicie
jpreseris am ororrienr of hepal frodecian
Jor pemdy daloped fechrology and
products in the manne fadery.

T aineniex eomne off e chemir' ases o
cxamples of profeched fmmoaiion.
ety al ard Edeniities, ax
el a5 ciber conmfiaennial beformahion,
e Beem o fidnd.

riefly put, a 1.5 patent allcws an
Ioventor 0 exclide otbers from
manufacturing, using, distributing,

welling, or importing an inventlon In
the United States without the written
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M [vesrr Sives G Lssgh 718 Hadms D
Sarmsn, Fla 1012
] Appl Hec FRE4
(4] Fleds Jua, i, il
(=2 —— L)
ﬁ A . IR 1T7VESD
Flokil panewene JEAL B 1R NI
¥R, 1R, | JIE PR, B, 09, D, By
Tl B, 4 B DL
(£ Tatwiviai Clied
LA FATENT DOCUMERTS
il LHET Pesda Sl k]
LI LOHES gy . - TTIEE
B LR i Y — ]
LUl e Resbeadd o EVRCLLI PR
4 0ELA |1 e . gl |
LT Podmame .  _ JTOVHH
AATLEN b T - L,
4710, 1 L . aned
ES 4 remi (R oy ]

Laagh (4% Dae of Pefent=  Jul. 18, 1989
™ LIGLED SEAL FOR MAKINE STEEN DENVE o Eromisr—Wlas A O I
GIAF EIUFT EIAFTY LT

An mxpoend licgid sl for 5 rere drivae bell Soasng
e whil: kS The oppar and of tha gear Wb FY 05l n
pamboeed whiiis tha wasr Dee drive abak

The first page of Stevan [ough's
patant on & starnddve seal.
Linforbrnately, the patent turned
out o be immld bacause Lough
failed to filr for it within one year
of making his invention puhln. 4n
appeal by Brunswick Corpomtion
ovarfumed the § .5 millon in fnst
profits intially awarded Lough by
& frial court.

el i § ek o T bl bacadngg wiilla i

grqit
[}E u!
i
E

i

i

EEE
Fitt
i
i
i
i
i

1o the marine field. Lough
worked a5 a repalrman for a
Florida boat dealership and
notliced that the upper-s=al
assembly In the stermdrives
often falled due to corroslon.
Adter tda] apd =mwor at bis grand-
father's lathe=, Longh made six
pratotypes of a pew seal. He
installed cne In his own boat,
FEve a sewond 1o the owner of
the marina where he worked,
anotber to a customer of the
marina, and the remalning
prototypes to friends. Moce than
a year laver, be filed and was
pranted a .5, patent on his
s=al,

Subsequently, Brunswdick
Corpomaton designed s own
z=3] asrembly bassd on Lough's
solution. Lough sued for patent
infingement, and the mal coud
awarded him £1.3 mdllion in Jost
grounde that the inveotion was
in public use mare than a year
prior to the filng of the patent
appbcation. The appellate coad

permiszion of the ioventor.
There are v [ypes of patenss el
vaol to the marioe trades: sareliy
patents and desgm patents. The former
pratecis the funciion of an inveotlon
fiar 21} yeams; the latter protects only the
overall appearance of an tmvention and
explres after 14 pears. These days, a
oew bull design is often proiectsd wih
1 design patent, bt It may also be
protectsd under the Vessel Hull Design
Protecion id. Cme difference beresmen
d=lgn patene prodection, and pootection
under the vesss]l hull statute, 1s that
the design patent dosso't reguire that the
acual boat bull be produced pror to
filimg. However, the statute does

requine that to he protected, the acal

ball be peoduced and pablicly =xhibe
lt=d, distributed, or sold There are

All paterts are regaiesd o be filed
with the United States Patent and
Trdemark Office within ooe year of
the date oo which the iovention was
fimt affered for sale or made public.
The terms offier for sale and public
dirciesure are Interpreted broadly
under the Laer.,

The long-fought battle between
lewemior Steven Lough and Bracswick
far a sieroddve seal & Jcsmactive and
cautiomary for any would-be inventoc

agreed and Iovalidated the pat-
eot. Had Lough Fil=d far the
patent prior 1o, or wkhin a year of,
disclosing bis prototypes, his patent
would sill b= walld; and the irlal
oourt’s judgment in his favor for §1.5
milllon would have been affirmed.
[To view the count record, ses=
v. Brunnwich Gorh., 86 F3d 1113,
1121 [Ped. Cir. 1966]2

Discosure of an unpatenced 1dea i
risky. Io most forelgn countries,
patert rights are Jost the moment a
public disclasies, or offer ta =il an
lowention, 15 mades there 15 oo ocne-
year grace period. If you discloss
your oew bechnology or product at a
trade show, youve already lost the
dght to file for patent protecton Lo
many forelgn countes, phis the dock

DECEMHEER/JANUARY 2065 119



bas started dcking on the ope-year
pertod Lo the Stabes,

Recently, [ was approacked by the
mamufzcturer of a tempomry Hoating
work-platform, iotended for shpe
yards. At an Inbernaticnal madne imde
show, this company bad publidy pre-
senied s nowvel production methbeoed.
Mow the mamifacnirer was inberested
o fiing for pateot protection in the
United States acd intermaticnally, bt
mistakenly belewed it bad one year
after the presentation to file the Lodfial
pat=nt applicabon. Sioce the grace
period & pot avalable ioternaticnally,
the disclosure at the trade showr
resulted in the permanent loss of

pai=nt dghts ovemsas.

nited Sat=s law strictly adberss
1o intermational eaties pequiring
rigid enforcement of patent flling
tmellnes. Even so, 8 U5, patent glwes
you the dght to sus cnly iodividoalk
who produce or sell your prodac in
the 1rnited States. In todays highly
competklve and international marine
markst, you may want to consider
reeking lega] protection mtnide fhe 05
Next, decide whether pour technol
ogy or pmoduct 1= truly pabent-worthy
material. Here, there are maps foc the
unwary. Faor emmple, F your 1dea o
concept was developed oo your
employer's time, with company
resoupces and without ks permission,
you may not bave exchushe dghis to
the idea.

last spring, I recelved a detiled
description of an ioventdon from an
employee of 2 well-koown marine
accessories manufactarer. He was
Intereste=d in pursulng a patent on
the Imvenilon cn his oem, without the

oompaoy’s koowdedge. To his delight,
there was oo =mployment agre=ment
requidng assignment of loventioos to
the company.

Unfortunately, oot only weere
the documents and drawings this
employes bad sent to me prepared on
ompany tme and saved an the bacd
drive at his wock computer; he sent the
Loequiry to me foom a Asmaed
e-mail accounot, transmitted during
oocmal office houars. Thess are fcs
eaxily “discewersd” during Brigaton and
brought up by the company o sapped
L= dalm o fghts b0 the nventon.

Naw, I'm not condonlog pecple
developlng peremal Inventions on
oompany dme, but £ youwee dead set
on doing so, then at the very least,
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bring in your own hpiop, use only
persomal =mall addresses for ooare-
spondence, and have a nonoompany
cellphone avallable for making and
peceiving calls,

Remembesr that e-mails and tele-
phone calls bhave dat= and time
stamps;, doot communlicare by these
on company Hme In addition, awodd
all use of company resources such as

toenls, and supplles. Somethiog as
seemingly Insigniflcaot as storing
supplies or equipment at compaoy
facilities can be problemaric.

If you're an emplayer, you can
avodd future disputes over the owner-
ship of new.product ddess by hawing
an =mployment agreement ln place
that requires Inoovations devsloped
during the employment periced (and
even for a reascnable period after-
wand] be assigned o the company.

Getiing back to the potentially paten-
able 1d=a, cooduct a preliminary
patent s=arch early om, o determine £
a patent already exists for your ddea.
Mo aroroey ls required Io order to
search Googles patent database. 1f
your jdea sucrives this prelimicacy
search, then hire a patent attoamey ko
do a thorough professiomal search
and wrlt= an oplnion on the
patectabllity of your idea hefore
you develop Lt for preducton or
mplementation

A few years ago, [ met with 8 newr
beoat marnfacturer that had developed
what It felt was a wery unusual hull
design. But, Irstead of coming o me
while the design vas just cn paper,
this small company bad spert mare
than 830,000 buallding a prototype. It
was ready for prodadion. Typloally, 171
meeet with newr clients in oy office; in
this case, the slze of the protoype
required that 1 vistt the manufachiring
facility to vi=wr and understand the
boat. Two weeks Jater [ explained to
the boat mamufacharer that 14 found a
prior design patent by a large comped-
tor oo a subsaotally stmilar design.

1t's mach harder o start ower after
preducing an expemsive prototype.
Just becanse a product & not on the
market, do=mo't mean someons sle
lsn't wocklng on # or basot al=ady
filed for patemt protecilon oo the idea.
AnD attomey's patent search, typleally,
abouat §1,501) (more oo this below),
provides rehiively cheap lnsurance

against the expense of retooling or
eedesign.

If the resules of your research Lodl-
cate your ldea or product has oot
alreacly been patemisd, then determines
who will “buy” your dea or produc.
It 1= vital that you thoroughly
understand the specific induscry
oche pourn= targeting, the companles
. and the end users or trads
customers— e you oy to patent
your prodact or method.

Likewise, determine whether your
lnoovaton can be produced cost-
effecthvely so & wdll sand a chaoce of
replacing whatever competing pooduc
or method & camently on the market.
¥iou should also decide f you wamt o
produce the product yourself, er
lizensa or s=1l your Id=a ar product ta
N exisiing company.

Having completed this research,
you1 can determine whether you wace
to apply for patent protection. Thers
are slfuadons where a business will
patent @ known device, and bold add-
Hooal patents to protect so0-called
"lmprovements” to it Thess oukiple
patents can be cted o levemge negod-
atioce, and often k=ad to cooss-boersing
amangements hetoeen oompetioo.

Eotrepreneurs sbhould be cautious
about revealing a new product or
technology to veolure capltallsts
befiore s=aaring adequate legal probec-
Hon. Mabe mee that your palemi (s

pemading bafore pursuing any partuer.
shifr o SRS

Trademarks and Copyrights

If you patent your product or tech-
pology, cocslder seeking tracieraark
protecticn for related company names
or product brand Idertties. A tmde-
mark 15 2 word, logo, design, er
combiration of these that kdentifies a
busioess or s products o services, I
will increase In vahue as the produocs
of services it represents galn brand
recognldon and customer loyaliy.
Perform o tmdemark se=acch, simdlar o
the patert search, before you invest In
a logo or other branding.

Cmnoe patent your prodoct aod
establish a trademark, you should
copyright any relared adwertising and
mark=tng material to protect the
criginal expression of lde=as, whether
lterary, artstic, or commerclal. A
copyrght covers coiginal works of
authorship: books, sales brochures,
advertising, irstniction manuals, archi-
tectural and engineering drawinogs,



photographs, palotings, graphic
Images, Web-sl= designs, computer
saftware, music, apd soucd record-
Ings. Copyright protecdon tpplcally
lasts 70} years after the death of the
oopyrighted wock's author.

By the Numbers

T get 4 conorele sense of the oosts
1o ssome |nksllschnl propeny prodec-
Hon, let's look at the hypothetical
Iovention of a newr

The brst step Is farﬂ'u:m'rﬂ:mr[il
te cooduct preliminary onlloe
s=arches by vidting the 115 Fat=ot
Office’s Weh site at wrww LUSETO.EaY.
This & typically done without tnour-
drg aoy legal fees o costs.

Let's assume the newly developed
through-hull fitting sll appeas o be
"unlgque.” An attorneys fees and costs
to provide a more thorough pateot
szarch, along with a legal opinioo cn
patentabdlity, will nao apound §1,500.

Next step? File a whility pakent ta
protect the improved functon of the
fiiting over exisiing through-hall Bi-
tings. Legal fees and costs for that fil-
Ing racge from §306 o 688 0K, rising

with complexky. If the ook of the fi-
tiog is lmportant, i may make serse
o also Al a dengn et o protect
crnamental and nonfunctonal com-
ponents. Fees and costs for filiog a
design patert apphication are approzl-
mabely §1,500 1o §2,001.

It may also be advisabl= ta secure
frademark righkis to the product's
mme and any logos assoclated with
it Typlcal fees and oosts for o trade-
matk Glng run §1,2%). Belated adver-
tising and marketing material such as
males brochures, Insinacidon mamuals,
pbotographs, graphlc images, and
web-site desigos should be secured
by Gling a copyright application. The
povernment's flling fee 15 £4% and
l=gal fees range from §225% to 6750

EZo, the rough, runniog taly forc
protectng aur through-bull fiting
lcnevation i abewat 513,500, sssuming
a mioimum of complications.

N TR

The potential success of a pewr
marne produc Jine Hes 1o a oom-
panys ability to capitalize on the
Inlda] incovatlon. The most valuable
assets of 4 oewr veniure may very well

b= i= pateniable product or technol-
ofy. Howerer, fo realize that valoe,
you must trarsfom the rough copcept
oo practical and ussful producs—
apd semure Jegal protection bo prevent
others from iofringing oo your chossn

Abont the Awtbor: Jobn Rizri i5 a
regicierad fevdont sitinrney and adfumnc
profermor af Infellocinagd Progerty Lam
af Nora Sowtbeasierm [rmiversity
Ciodlepe of Lons, Fort Landerdaie— Darar,
Florida. He ix a fnding parmer in
the Fort Laudendabs-faced lam firm
i 5 Rizay, PLA.

Editors Note: Professlonal Boat-
Hullder bar feklirhed a mmber af
arficies on difforent agedls of paienad
kwr. For a deatsd disuoion off batb
desipn emd rade-dres profechion, see
PEE Mos. 43 and 3, pager &8 and 13,
regpechely. For am emay on the Vel
Hull Denign Protechion Act, soe PEB
Mo, B3, ferge 105, For fegeal advioe an
hotr fo cotwrler faaduentrn) cosm ey
mg, egheckally orersear, e PEE Mo
T03, pape 134,
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